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DETAILED ACTION 
1 . Election 

Applicants' election with traverse of Group I (claims 1-17 & 
19-20) in reply filed 6/3/2008 is acknowledged. 

The traversal is on the ground (s) that a search and 
examination of Groups I-VIII can be made without serious burden, 
see MPEP sections 803 and 808. Groups I-VIII all relate to an 
isolated polynucleotide of SEQ ID NO: 3 encoding beta-glucosidase 
of SEQ ID NO: 2 and Groups I-VIII could be searched together. In 
addition, the entire specification relates to beta-glucosidase, 
i.e., the same structure, i.e., the same function, for use in 
various industrial applications, i.e., the same utility. Thus, 
there would not be a serious burden on the Examiner to search 
Groups I-VIII and Applicants respectfully request reconsideration 
and withdrawal of the Restriction Requirement. 

Applicants' arguments are considered but not found to be 
persuasive because the technical feature linking Groups I-VIII 
appears to be that they all relate to (3-glucosidase enzyme or the 
DNA encoding the same. However, it was explained in the prior 
Office Action that Groups I-VIII share no special technical 
feature as defined by PCT Rule 13.2, as it does not define a 
contribution over the prior art. Further, searching of the 
sequence data bases as well as searches of commercial and US 
Patent data bases revealed several prior art works that support 
this determination. US Patents 7045332 teaches a DNA that encodes 
(3-glucosidase from Trichoderma reesei - a fungus which reads on 
claim 1 and on the fragment language in claim 2 (h) . 

Also searching for the invention of one group does not 
necessarily identify art for all the other groups, leading to 
additional searching. This additional searching as explained 
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above would therefore involve undue burden to the Examiner. The 
requirement is still deemed proper and is therefore made FINAL. 

2 . Claims withdrawn : 

Claims 8 & 21-38 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention . 

3 . Continuation of prior application 

This application filed under 35 USC 119(e) lacks the 
necessary reference to the prior application. This application 
claims the benefit of US Provisional Application No. 06/424,784, 
filed 11/07/2002, should be entered following the title of the 
invention or as the first sentence of the specification. Also, 
the present status of all parent applications should be included. 

4. Brief description to drawings in the specification (see page 
6) must be corrected to indicate Figure 1A-1B (instead of Figure 
1) ; and Figure 4A-4B (instead of Figure 4) . 

5 . hyperlink 

The attempt to incorporate subject matter into this 
application by reference to a hyperlink embedded in the 
specification (for example, page 34 line 27 of the 
specification), is improper. Incorporation of subject matter 
into the patent application by reference to a hyperlink and/or 
other forms of browser-executable code is considered to be an 
improper incorporation by reference. See MPEP 608.01 regarding 
hyperlinks in the specification and 608.01 (p), paragraph I 
regarding incorporation by reference. 

Applicant's cooperation is requested in correcting all 
hyperlink (s) which may have been added or were present in the 
original specification at the time of filing. 
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Specification 

6. The specification has not been checked to the extent 
necessary to determine the presence of all possible minor 
errors. Applicant's cooperation is requested in correcting any 
errors of which applicant may become aware in the specification. 

7. Claims 1-17 & 19-20 are under consideration in this Office 
Action . 

8. Claim Rejections - 35 USC § 112 (first paragraph) 

Written Description 

Claims 1-17 & 19-20 are rejected under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described 
in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor (s), at the 
time the application was filed, had possession of the claimed 
invention. These claims are directed to a genus of 

polynucleotide or nucleic acid molecules wherein nucleic acid 
sequence encode a BGL6 polypeptide which is at least 85%, 90% or 
95% identical to SEQ ID NO: 2 or the fragment of a DNA that 
hybridizes to the sequence of SEQ ID NO: 3 under defined 
conditions function. 

The specification discloses the reduction to practice 

of one nucleic acid species within the claimed genus; 

specifically, the nucleic acid sequence of SEQ ID NO: 3 encoding 

protein having the amino acid sequence of SEQ ID NO: 3 and (3- 

glucosidase activity. There are no drawings or structural 

formulas disclosed of any other nucleic acid encoding protein 

having the function of (3-glucosidase . There is no teaching in 
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the specification regarding the 5-15% structure can be varied 
while retaining the ability of the protein to function as (3- 
glucosidase. Further, there is no art recognized correlation 
between any structure (other than SEQ ID NO: 3) and the encoding 
protein of SEQ ID NO: 2 having |3-glucosidase activity. 
Consequently there is no information about which nucleic acids 
or amino acids that can vary from SEQ ID NO: 3/SEQ ID NO: 2 in 
the claimed genus and still retain the catalytic activity. 

Although the disclosure of SEQ ID NO: 3 and the encoding 
protein of SEQ ID NO: 2 having 3~glucosidase combined with the 
knowledge would put one in possession of proteins that are at 
least 85%, 90% or 95% identical to SEQ ID NO: 2, and 
consequently vary the nucleic acid structure, the level of skill 
and knowledge in the art is such that one of ordinary skill 
would not be able to identify without further testing which of 
those proteins having at least 85%, 90% or 95% identity to SEQ 
ID NO: 2 (if any), and having the activity of |3-glucosidase . 
Based on the lack of knowledge and predictability in the art, 
those of ordinary skill in the art would not conclude that 
Applicant was in possession of the claimed genus of nucleic 
acids or nucleic acids obtained by hybridization based on the 
disclosure of the single species of SEQ ID NO: 3, and further 
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use them in the making of vector, host cell and a in the 
recombinant expression of the protein. 

9 . Enablement Rejection 

Claims 1-17 & 19-20 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for a 
polynucleotide sequence of SEQ ID NO: 3, encoding the (3- 
glucosidase sequence of SEQ ID NO: 2, does not reasonably 
provide enablement for a nucleic acid sequence encoding a BGL6 
polypeptide which is at least 85%, 90% or 95% identical to SEQ 
ID NO: 2 or the fragment of a DNA that hybridizes to the 
sequence of SEQ ID NO: 3 (claims 1-7) or the expression 
construct of claim 8 having varying homology with no defined 
function and which is further used in the preparation of vector, 
host cell and the recombinant expression of (3-glucosidase 
(claims 9-17 & 19-20) . 

The specification does not enable any person skilled in the 
art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with 
these claims. The scope of the claims does not commensurate with 
the enablement provided by the disclosure with regard to the 
extremely large number of polynucleotides broadly encompassed by 
the claims. Since the amino acid sequence of a protein 
determines its structural and functional properties, 
predictability of which changes can be tolerated in a protein's 
amino acid sequence and obtain the desired activity requires a 
knowledge of and guidance with regard to which amino acids in 
the protein's sequence, if any, are tolerant of modification and 
which are conserved (i.e. expectedly intolerant to 
modification) , and detailed knowledge of the ways in which the 
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proteins' structure relates to its function. However, in this 
case the disclosure is limited to the nucleotide [SEQ ID NO: 3] 
and encoded amino acid sequence of SEQ ID NO: 2. 

While recombinant and mutagenesis techniques are known, it 
is not routine in the art to screen for multiple substitutions 
or multiple modifications, as encompassed by the instant claims, 
and the positions within a protein's sequence where amino acid 
modifications can be made with a reasonable expectation of 
success in obtaining the desired activity/utility are limited in 
any protein and the result of such modifications is 
unpredictable. In addition, one skilled in the art would expect 
any tolerance to modification for a given protein to diminish 
with each further and additional modification, e.g. multiple 
substitutions . 

Applicants have not sufficiently defined stringency 
conditions for hybridizations. Nucleic acid hybridization assays 
are extremely sensitive to the conditions in which they are 
performed. The buffer composition, pH, temperature, length of 
time, salt concentrations, quality and source of template 
nucleic acid, are all variables which determine the 
reproducibility of a given hybridization experiment. Given the 
unpredictability of the art and the nature of hybridization 
experiments in general, it is not sufficient to merely cite 
hybridization without a clear and explicit recitation of the 
conditions associated with the hybridization. For example, the 
definition of stringency as it pertains to hybridization 
conditions is subject to interpretation and is different from 
laboratory to laboratory. Therefore, without a clear and 
explicit recitation of the conditions which were actually used 
by Applicants in isolating the claimed polynucleotides which 
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hybridize to the disclosed sequences, the skilled artisan would 
not be able to practice the claimed invention and would not be 
reasonably apprised of the metes and bounds of the claimed 
invention. Without such guidance, the experimentation left to 
those skilled in the art is undue. Including in the claims the 
exact nature of the hybridization conditions [high stringency 
conditions with prior basis in the specification] used to 
isolate the claimed polynucleotides would aid in overcoming this 
portion of the rejection. 

Further, no guidance is provided to a nucleic acid sequence 
that hybridizes, under high stringency conditions to the 
sequence presented as SEQ ID NO: 3, or the complement or a 
fragment thereof, wherein said isolated polynucleotide encodes a 
polypeptide having the biological activity of a (3-glucosidase. 

The specification does not support the broad scope of the 
claims which encompass all modifications of DNA encoding SEQ ID 
NO: 2 by 5-15%, because the specification does not establish: 
(A) regions of the protein structure which may be modified 
without effecting (3-glucosidase activity; (B) the general 
tolerance of (3-glucosidase to modification and extent of such 
tolerance; (C) a rational and predictable scheme for modifying 
any (3-glucosidase residues with an expectation of obtaining the 
desired enzymatic or biological function capable of catalyzing a 
defined chemical reaction using known substrates; and (D) the 
specification provides insufficient guidance as to which of the 
essentially infinite possible choices is likely to be 
successful . 

Thus, applicants have not provided sufficient guidance to 
enable one of ordinary skill in the art to make and use the 
claimed invention in a manner reasonably correlated with the 
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scope of the claims. The scope of the claims must bear a 
reasonable correlation with the scope of enablement ( In re 
Fisher , 166 USPQ 19 24 (CCPA 1970)). Without sufficient 
guidance, determination of exact nature of the encoding DNA (or 
polynucleotide) encoding a specific |3-glucosidase or fragments 
thereof having the desired enzymatic characteristics is 
unpredictable and the experimentation left to those skilled in 
the art is unnecessarily, and improperly, extensive and undue. 
See In re Wands 858 F.2d 731, 8 USPQ2nd 1400 (Fed. Cir, 1988). 

10. Claim Rejections - 35 USC § 112 (second paragraph) 

(a) Claims 2-7 & 19-20 are rejected under 35 U.S.C. § 112, 
second paragraph, as being indefinite for failing to particularly 
point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 2 (a-h) , recite the phrase x a nucleic acid sequence 
which encodes or is complementary to a sequence which encodes a 
BGL6 polypeptide' . Firstly, the uncommon abbreviation X BGL6' must 
be spelled out at least the first time around. Secondly, the 
claim is indefinite because a complementary sequence of a nucleic 
acid can not encode BGL6 polypeptide. Correction is required. 

Claims 3-7 & 19-20 are included in the rejection for failing 
to correct the defect present in the base claim (s). 

(b) Claims 2-17 & 19-20, directly or a dependent manner 
recite the phrase Merived from' . The claim is indefinite because 
the metes and bounds are unclear. Substituting the phrase with 
^obtained from' . 

11. Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. § 102 that form the basis for the rejections under 
this section made in this Office action: 
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A person shall be entitled to a patent unless -- 

(b) the invention was patented or described in a 
printed publication in this or a foreign country or in 
public use or on sale in this country, more than one 
year prior to the date of application for patent in the 
United States. 

Claims 1-17 & 19-20 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Li et al. USP 6,184,018 (or Fowler et al . 
USP 6,002,725). Instant claim 1(h), recite a nucleic acid 
sequence of SEQ ID NO: 3, or a fragment thereof or complement of. 
Claim 8 recite the phrase ^Complementary to a nucleic acid 
which also interpreted here to mean complementary to any portion 
of the sequence (or fragment) . Such a claim would read on di or 
tri nucleotides. Eye bailing of Li et al . cDNA sequence encoding 
(3-glucosidase from a fungus shown in Table 1 (See column 23-25) 
reveal several such nucleotide matches between Applicants SEQ ID 
NO: 3 and Li's sequence. 

Deleting 'fragment thereof and the use of 'full complement' 
is suggested to overcome this rejection. 
12. Double Patenting 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970) ;and, In re 
Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 
CFR 1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b). 

Claims 1-17 and 19-20 are rejected under the judicially 
created doctrine of double patenting over claims 1-5 of U. S. 
Patent No. 7,045,322 since the claims, if allowed, would 
improperly extend the "right to exclude" already granted in the 
patent . 

The subject matter claimed in the instant application is 
fully disclosed in the patent and is covered by the patent since 
the patent and the application are claiming common subject 
matter, as follows: The instant claims 1-7 have over-lapping 
scope issue and fragment or complement language with the cited 
patent . 

13. No claim is allowed. 

14. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Tekchand 
Saidha whose telephone number is (571) 272 0940. The examiner 
can normally be reached on 8.30 am - 5.00 pm. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nashaat Nashed can be reached on (571) 272 0934. 
The fax phone number for the organization where this application 
or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
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(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 

(IN USA OR CANADA) or 571-272-1000. 



/Tekchand Saidha/ 

Primary Examiner, Art Unit 1652 

Recombinant Enzymes, 02A65 Remsen Bid. 

400 Dulany Street, Alexandria, VA 22314 

Telephone: (571) 272-0940 

July 17, 2008 



